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REMARKS 

Claims 1-7 are pending in this application. The Applicants have cancelled claims 1-2 
and have amended claims 3, 4, 6 and 7. 

Upon entry of the present amendment, claims 3-7 are pending in this application. 
L Rejection of Claim 4 under 35 U-S.C. § 101 

The Office has rejected claim 4 under 35 U.S.C. §101 because the claimed invention is 
directed to non-statutory subject matter. Specifically, the use of a compound is not a statutory 
subject matter. The Office also alleges that the disclosed invention is inoperative and therefore 
lacks utility. Specifically, the Office states that even if claim 4 is presented a$ a chemical process 
for preparing compound XII, the process is inoperative because of the lack of operative steps for 
carrying out the process. 

In response to the Office's rejection, the Applicants have amended claim 4. Specifically, 
the Applicants have presented claim 4 as a process claim. Support for the amended claim can be 
found in Examples 7-10 of the specification. 

The Applicants respectfully submit that the rejection of claim 4 under 35 U.S.C. §101 
has been overcome by the present amendment. The Applicants respectfully request that the 
rejection be withdrawn. 

II. Objections to Claims 2, 6 and_7 

The Office has objected to claims 2, 6 and 7, as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. 

At the outset, the Applicants respectfully submit that the objection to claim 2 is 
rendered moot due to the cancellation of that claim. 
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In response to the Office's objection, the Applicants have amended claims 6 and 7. As 
suggested by the Examiner, the Applicants have replaced the article A by die article THE at the 
beginning of each claim. 

The Applicants respectfully submit that the objection of claims 2, 6 and 7 has been 
overcome by the present amendment. As such, the Applicants respectfully request that the 
objection be withdrawn. 

Ill- Refection under 35 ILS.C. S 112. second paragraph 

The Office has rejected claims 1, 3, 5 and 7 under 35 U.S.C. §112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. 

At the outset, the Applicants respectfully submit that the rejection of claim 1 is rendered 
moot due to the cancellation of that claim. 

The Office has rejected claim 3 because the phrase "suitable carboxylic acid protecting 
group", is allegedly indefinite and obscure because it is not clear what possible protecting 
groups are or are not embraced in the phrase. 

In response, the Applicants have deleted the term "suitable" from the phrase "suitable 
carboxylic acid protecting group". The Applicants respectfully submit that the term "carboxylic 
acid protecting group" is definite and well-known to one of skill in the art, This phrase is also 
defined on page 7, lines 2-10 of the specification. As such, one of skill in the art would 
understand the scope of the claim when the claim is read in light of the specification. 
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Similarly, the Office has rejected claim 5 because the phrase "protecting group" is 
allegedly indefinite and obscure because it is not clear what possible protecting groups are or 
are not embraced in the phrase. 

In response, the Applicants respectfully submit that the tenn "protecting group" should 
be considered by the Office as the phrase "carboxylic acid protecting group". The Applicants 
respectfully contend that the term "carboxylic acid protecting group 7 ' is definite and well- 
known to one of skill in the art. As stated above, this phrase is defined on page 7, lines 2-10 of 
the specification. As such, the Applicants respectfully submit tbat claim 5 particularly points 
out and distinctly claims the subject matter, which the Applicants regard as the invention 

i 

The Office has rejected claim 3 because the phrases "suitable phosphonyl ether group" 
and "suitable base" were allegedly indefinite and obscure because it is unclear how to 
determine when a phosphonyl or a base may or may not be suitable to use in the claimed 
process. 

In response, the Applicants have deleted the term "suitable" from the phrases "suitable 
phosphonyl ether group" and "suitable base". The Applicants respectfully submit that the terms 
"phosphonyl ether group" and "base" are well-known in the art. As such, the Applicants 
contend that claim 3 particularly points out and distinctly claims the subject matter, which the 
Applicants regard as the invention. 

The Office has rejected claim 5 because the claim allegedly lacks clarity because the 
enzyme or possible enzymes are not identified. Additionally, the Office states that enzymes are 
quite specific in their function and that it is therefore very unlikely that any enzyme can be used 
in the claimed process. 

The Applicants respectfully submit that claim 5 particularly points out and distinctly 
claims the subject matter, which the Applicants regard as the invention. The scope of the 
claimed invention is clear to one of skill in the art. Enzymes arc defined by their function and 
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the classification of enzymes is based on the type of reaction an enzyme catalyzes. As such, the 
enzymes suitable for hydrolysis and esterification are well-known to a person of skill in the art. 
For example, the use of enzymes for esterifications is commonly known to one of skill in the art 
and well-precedented in the literature. For example, Enzyme Catalysed Esterification, Robert 
Lottie. Biotechnology Advances (1997),] 5(1),1-15., is a review with 96 references discussing 
wide scope of application of enzymes for esterification reactions. For the Examiner's 
convenience, pages 1-15 of the reference is submitted herewith. Finally, enzymes useful for 
enzymatic hydrolysis are listed in the specification of page 7, lines 12-14. 

The Office has rejected claim 7 because it is not clear whether the claim depends on 
claim 4 or 5. In response, the Applicants have amended to claim 7 to depend on claim 5. 

The Applicants respectfully submit that the rejections of claims I, 3, 5 and 7 under 35 
U.S.C § 1 12, second paragraph, has been overcome by the present amendment. The Applicants 
respectfully request that the rejections be withdrawn. 

IV. Rejection under 35 U.S.C. S 102 

The Office has rejected claim 1 under 35 U.S.C. § 102(b), as being anticipated by Snider 
et al, J. Org. Chem., 1986, 51, pp 3643-3652 or Wallquist et al, Helvetica Chimica Acta, 1983, 
66(6) 1876-90. 

To advance the prosecution of this case, the Applicants have cancelled claims 1 and 2, 
without prejudice or disclaimer. The Applicants respectfully reserve the right to prosecute the 
subject matter of the cancelled claims in a divisional application. 

Upon entry of the present amendment, the Applicants respectfully submit that the 
rejection of claim 1 has been rendered moot. 
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V. Conclusion 

Upon entry of the present amendments, the Applicants submit that this application is 
now in condition for allowance, which allowance is respectfully solicited. 

If the Examiner believes that a telephone conference would expedite the prosecution of 
this application, please telephone the undersigned at 734-622-2658. 



Respectfully submitted, 

Dated: ubff/mfrtfi/ A% ^QOV 




Suzanne M. Harvey 
Registration No. 42,640 
Warner-Lambert Company 
2800 Plymouth Road 
Ann Arbor, MI 48105 
Telephone: (734) 622-2658 
Facsimile: (734)622-1553 
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